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REMARKS 

Claims 1-30 are currently pending. Claim 1 is an independent claim, and claims 2-8 and 
21-22 depend there from. Claim 9 is an independent claim, and claims 10-11 depend there from. 
Claim 12 is an independent claim, and claim 13 depends there from. Claim 14 is an independent 
claim, and claims 15-20 and 23-24 depend there from. Claim 25 is an independent claim, and 
claims 26-27 depend there from. Claim 28 is an independent claim, and claims 29-30 depend 
there from. Applicant respectfully requests that the application be reconsidered in view of the 
following remarks. 

Interview Summary 

This summary is being submitted to place into the record of the above-identified 
application the substance of a telephone interview of August 14, 2007 between Examiner Sunit 
Pandya and his supervisor, and Applicant's representatives, Christopher C. Winslade and Philip 
H. Sheridan. The following issues were discussed during the interview: 

• The inconsistent arguments in the 8/2/2006 non-final Office Action compared to the 
5/10/2007 final Office Action and failure to address all arguments in Applicant's 
1/29/2007 and 7/6/2006 Office Action responses. 

• The Diamond reference fails to differentiate between native and non-native phonemes 
and therefore, cannot anticipate the claimed invention (i.e., non-native phonemes is 
different than foreign language). 

• There is no motivation to combine the Diamond and Lyberg references. Further, the 
Lyberg reference fails to teach excluding said pluarlity of phonemes for said native 
language prior to said playing. 
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Applicant's representative set up a telephone interview with Examiner Pandya, upon 
determining that the previous Office Actions set forth inconsistent arguments, failed to address 
all of the arguments in the Applicant's Office Action responses, and failed to recognize the 
difference between non-native phonemes and foreign languages. Examiner Pandya and his 
supervisor agreed that the Office Actions set forth inconsistent arguments and failed to address 
all arguments from Applicant's Office Action responses. Examiner Pandya agreed to reopen 
prosecution once an after-final response summarizing the interview and reiterating the arguments 
made in previous Office Action responses was submitted. 

35 U.S.C. § 102(b) Rejections - Diamond 

With regard to the anticipation rejections, MPEP 2131 states that "[a] claim is anticipated 
only if each and every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co. of California, 814 
F.2d 628, 631 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). MPEP 2131 also states that "[t]he 
identical invention must be shown in as complete detail as is contained in the . . . claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 

In paragraph 2 on page 2 of the Office Action, independent claims 1, 9, 12, 14, 25 and 28, 
and dependent claims 2, 5-6, 8, 10-11, 13, 15, 18-19, 21-24, 26-27 and 29-30 were rejected under 
35 U.S.C. § 102(b) as being anticipated by Diamond et al. (U.S. Patent No. 5,314,336). The 
Applicant respectfully traverses the rejections for at least the following reasons, which 
were presented in Applicant's final Office Action response on July 6, 2007. The Applicant 
requests reconsideration of the arguments in light of the August 14, 2007, interview 
between the Examiner and Applicant's representatives . 

The Applicant sets forth in amended independent claim 1 a method for aiding language 
pronunciation. The method may comprise, among other things, "selecting from within said 
audio enabled toy, a plurality of phonemes from a first storage of said audio enabled toy that 
corresponds to said at least one received event, said plurality of phonemes comprising phonemes 



9 



Appl.No. 10/679,090 

Response dated August 24, 2007 

Reply to Advisory Action of July 26, 2007 

for at least one non-native language that are not in common with any of a plurality of phonemes 
for a native language." 

Diamond et al. (hereinafter "Diamond") is different from the Applicant's independent 
claim 1. Diamond discloses "a toy for providing an audio output on detection of any one of a 
plurality of different optical symbols, comprising: means in said toy for optically detecting said 
optical symbols; audio playback means in said toy for playing back any one of a plurality of 
different messages; means for selecting a particular audio message, the particular audio message 
selected being a function of the particular optical symbol detected; whereby to establish a 
relationship between said optical symbols and said audio messages." (Column 1, Lines 44-55). 
Diamond at least fails to disclose a "plurality of phonemes comprising phonemes for at least one 
non-native language that are not in common with any of a plurality of phonemes for a native 
language," as set forth in Applicant's claim 1. 

The final Office Action states that "Diamond et al. discloses... said plurality of phonemes 
comprises phonemes for non-native language that are not in common with phonemes with any of 
the phonemes for native language (column 5, lines 6-15 wherein the different languages 
disclosed by Diamond et al. could be non-native language)." (Office Action, Page 2, Paragraph 
3, Lines 1 and 5-8). However, the cited section of Diamond referenced by the final Office 
Action discloses: 

In a still further embodiment, each audio message in one language 
will be automatically followed by an audio message in another 
language linked to the same code being detected on the object 
being read. The replaceable card can store any language including, 
but not limited to, English, French, Spanish, Japanese, German, 
Chinese, Hindu and Russian, etc. Several languages can be stored 
at once and played at once. For example, the toy can say "this is a 
cat" and then say "c'est un chat". 

(Diamond, Column 5, Lines 6-15). The final Office Action confuses the difference between 
native/foreign languages and native/non-native phonemes. For example, Diamond uses the 
example that "the toy can say 'this is a cat' and then say 'c'est un chat'." Although the Diamond 
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example discloses reciting a phrase in a native and foreign language (English and French), the 
phonemes recited in the English phrase and French phrase are all phonemes native to the English 
language. To further clarify, although the phrase "c'est un chat" is a foreign language to 
English, the phonemes in the foreign language phrase "c'est un chat" are all native phonemes to 
the English language. Diamond fails to differentiate between native and non-native phonemes 
and therefore, does not disclose "selecting... a plurality of phonemes..., said plurality of 
phonemes comprising phonemes for at least one non-native language that are not in common 
with any of a plurality of phonemes for a native language." 

The "Response to Arguments" section of the final Office Action states that "the different 
languages disclosed by Diamond et al. [] could include phonemes that are not in common with 
native language." (Final Office Action, Page 8, Paragraph 7, Lines 9-10). However, "[t]o 
establish inherency, the extrinsic evidence 'must make clear that the missing descriptive matter is 
necessarily present in the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill. Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of 
circumstances is not sufficient .' " In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950- 
51 (Fed. Cir. 1999) (citations omitted) (emphasis added). As mentioned above, Diamond fails to 
differentiate between native an non-native phonemes and therefore, does not disclose 
"selecting... a plurality of phonemes..., said plurality of phonemes comprising phonemes for at 
least one non-native language that are not in common with any of a plurality of phonemes for a 
native language." Because the final Office Action has failed to show "each and every element as 
set forth in the claim is found, either expressly or inherently described, in a single prior art 
reference" as required for an anticipation rejection under MPEP 2131, the rejections under 35 
U.S.C. § 102(b) cannot be maintained. 

Additionally, Page 6 of the August 2, 2006, non-final Office Action states that " Diamond 
et al. does not disclose wherein at least a portion of said plurality of phonemes for said least 
one non-native language comprises phonemes that are uncommon to said native language ." 

(August 2, 2006, Non-Final Office Action, Page 6, Paragraph 6, Lines 12-14). Further, Page 7 of 
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the August 2, 2006, non-final Office Action states that " Diamond et al. does not disclose 
wherein at least a portion of said phonemes for said non-native language comprises 
phonemes that are not in common with any phonemes of a native language ." (August 2, 
2006, Non-Final Office Action, Page 7, Lines 8-10). Therefore, Diamond also does not disclose 
"selecting... a plurality of phonemes..., said plurality of phonemes comprising phonemes for at 
least one non-native language that are not in common with any of a plurality of phonemes for a 
native language." Because the final Office Action has failed to show "each and every element as 
set forth in the claim is found, either expressly or inherently described, in a single prior art 
reference" as required for an anticipation rejection under MPEP 2131, the rejections under 35 
U.S.C. § 102(b) cannot be maintained. 

For at least the reasons set forth above, the Applicant respectfully asserts that claim 1 is 
allowable over Diamond. The Applicants request that the rejection of claim 1 be withdrawn. 

Because dependent claims 2, 5-6, 8 and 21-22 depend, directly or indirectly, from 
independent claim 1, and because claim 1 is allowable over Diamond, the Applicant asserts that 
rejections of dependent claims 2, 5-6, 8 and 21-22 are now moot. The Applicant asserts that 
claims 2, 5-6, 8 and 21-22 are also allowable over Diamond and requests that the rejections of 
claims 2, 5-6, 8 and 21-22 be withdrawn. 



The Applicant sets forth in independent claim 9 a method for aiding language 
pronunciation. The method may comprise, among other things, "generating from within said 
audio enabled toy, audio signals representative of: a plurality of phonemes for at least one non- 
native language that are not in common with any of a plurality of phonemes for a native 
language." 

Diamond is different from the Applicant's independent claim 9. As explained above, 
Diamond at least fails to disclose "a plurality of phonemes for at least one non-native language 
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that are not in common with any of a plurality of phonemes for a native language" as set forth in 
Applicant's claim 9. 

For at least the reasons set forth above, the Applicant respectfully asserts that claim 9 is 
allowable over Diamond. The Applicants request that the rejection of claim 9 be withdrawn. 

Because dependent claims 10 and 11 depend, directly or indirectly, from independent 
claim 9, and because claim 9 is allowable over Diamond, the Applicant asserts that the rejection 
of dependent claims 10 and 11 are now moot. The Applicant asserts that claims 10 and 11 are 
also allowable over Diamond and requests that the rejection of claims 10 and 1 1 be withdrawn. 



The Applicant sets forth in independent claim 12 a method for aiding language 
pronunciation. The method may comprise, among other things, "generating by said audio 
enabled toy, audio signals representative of phonemes for a non-native language, wherein at least 
a portion of said phonemes for said non-native language comprises phonemes that are not in 
common with any phonemes of a native language." 

Diamond is different from the Applicant's independent claim 12. As explained above, 
Diamond at least fails to disclose "wherein at least a portion of said phonemes for said non- 
native language comprises phonemes that are not in common with any phonemes of a native 
language" as set forth in Applicant's claim 12. 

For at least the reasons set forth above, the Applicant respectfully asserts that claim 12 is 
allowable over Diamond. The Applicants request that the rejection of claim 12 be withdrawn. 

Because dependent claim 13 depends, directly or indirectly, from independent claim 12, 
and because claim 12 is allowable over Diamond, the Applicant asserts that the rejection of 
dependent claim 13 is now moot. The Applicant asserts that claim 13 is also allowable over 
Diamond and requests that the rejection of claim 13 be withdrawn. 
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The Applicant sets forth in independent claim 14 an apparatus for aiding language 
pronunciation. The apparatus may comprise, among other things, "an audio processing unit that 
selects from within said audio enabled toy, a plurality of phonemes from a first storage of said 
audio enabled toy that corresponds to said at least one received event, said plurality of phonemes 
comprising phonemes for at least one non-native language that are not in common with any of a 
plurality of phonemes for a native language." 

Diamond is different from the Applicant's independent claim 14. As explained above, 
Diamond at least fails to disclose a "plurality of phonemes comprising phonemes for at least one 
non-native language that are not in common with any of a plurality of phonemes for a native 
language" as set forth in Applicant's claim 14. 

For at least the reasons set forth above, the Applicant respectfully asserts that claim 14 is 
allowable over Diamond. The Applicants request that the rejection of claim 14 be withdrawn. 

Because dependent claims 15, 18-19 and 23-24 depend, directly or indirectly, from 
independent claim 14, and because claim 14 is allowable over Diamond, the Applicant asserts 
that the rejections of dependent claims 15, 18-19 and 23-24 are now moot. The Applicant asserts 
that claims 15, 18-19 and 23-24 are also allowable over Diamond and requests that the rejections 
of claims 15, 18-19 and 23-24 be withdrawn. 



The Applicant sets forth in independent claim 25 an apparatus for aiding language 
pronunciation. The apparatus may comprise, among other things, "at least one circuit responsive 
to said at least one trigger to generate from within said apparatus audio signals representative of 
a plurality of phonemes for at least one non-native language that are not in common with any of 
a plurality of phonemes for a native language." 
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Diamond is different from the Applicant's independent claim 25. As explained above, 
Diamond at least fails to disclose a "plurality of phonemes for at least one non-native language 
that are not in common with any of a plurality of phonemes for a native language" as set forth in 
Applicant's claim 25. 

For at least the reasons set forth above, the Applicant respectfully asserts that claim 25 is 
allowable over Diamond. The Applicants request that the rejection of claim 25 be withdrawn. 

Because dependent claims 26-27 depend, directly or indirectly, from independent claim 
25, and because claim 25 is allowable over Diamond, the Applicant asserts that the rejections of 
dependent claims 26-27 are now moot. The Applicant asserts that claims 26-27 are also 
allowable over Diamond and requests that the rejections of claims 26-27 be withdrawn. 



The Applicant sets forth in independent claim 28 an apparatus for aiding language 
pronunciation. The apparatus may comprise, among other things, "at least one circuit that 
enables generation of audio signals representative of phonemes for a non-native language, 
wherein at least a portion of said phonemes for said non-native language comprises phonemes 
that are not in common with any phonemes of a native language." 

Diamond is different from the Applicant's independent claim 28. As explained above, 
Diamond at least fails to disclose "wherein at least a portion of said phonemes for said non- 
native language comprises phonemes that are not in common with any phonemes of a native 
language" as set forth in Applicant's claim 28. 

For at least the reasons set forth above, the Applicant respectfully asserts that claim 28 is 
allowable over Diamond. The Applicants request that the rejection of claim 28 be withdrawn. 

Because dependent claims 29-30 depend, directly or indirectly, from independent claim 
28, and because claim 28 is allowable over Diamond, the Applicant asserts that the rejections of 
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dependent claims 29-30 are now moot. The Applicant asserts that claims 29-30 are also 
allowable over Diamond and requests that the rejections of claims 29-30 be withdrawn. 



35 U.S.C. § 103(a) Rejections - Diamond and Maa 

With regard to an obviousness rejection, MPEP 2142 states that in order for a prima facie 
case of obviousness to be established, three basic criteria must be met, one of which is that the 
reference or combination of references must teach or suggest all the claim limitations. Further, 
MPEP 2143.01 states that "the mere fact that references can be combined or modified does not 
render the resultant combination obvious unless the prior art suggests the desirability of the 
combination", and that "although a prior art device 'may be capable of being modified to run the 
way the apparatus is claimed, there must be a suggestion or motivation in the reference to do so'" 
(citing In re Mills, 916 F. 2d 680, 16 USPQ 2d 1430 (Fed Cir. 1990)). Moreover, MPEP 
2143.01 also states that the level of ordinary skill in the art cannot be relied upon to provide the 
suggestion...," citing Al-Site Corp. v. VSI Int'l Inc., 174 F. 3d 1308, 50 USPQ 2d. 1161 (Fed 
Cir. 1999). 

In paragraph 5 on page 6 of the Office Action, dependent claims 3, 7, 16 and 20, were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Diamond in view of Maa (U.S. 
Patent No. 6,572,431). The Applicant respectfully traverses the rejections for at least the 
following reasons, which were presented in Applicant's final Office Action response on July 
6, 2007. The Applicant requests reconsideration of the arguments in light of the August 14, 
2007, interview between the Examiner and Applicant's representatives . 

Maa fails to remedy the deficiencies of Diamond. Diamond, even if combined with Maa, 
is different from both of Applicant's amended independent claims 1 and 14. The proposed 
combination of Diamond in view of Maa fails to disclose, among other things, a "plurality of 
phonemes comprising phonemes for at least one non-native language that are not in common 
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with any of a plurality of phonemes for a native language" as set forth in both of Applicant's 
amended claims 1 and 14. Diamond merely teaches "a toy for providing an audio output on 
detection of any one of a plurality of different optical symbols, comprising: means in said toy for 
optically detecting said optical symbols; audio playback means in said toy for playing back any 
one of a plurality of different messages; means for selecting a particular audio message, the 
particular audio message selected being a function of the particular optical symbol detected; 
whereby to establish a relationship between said optical symbols and said audio messages." 
(Column 1, Lines 44-55) (See above arguments). 

Maa discloses an "interactive toy stem wherein the actuation of , a movable portion of the 
toy and the sound thereof are controlled and coordinated by a multimedia computer connected 
thereto." (Column 1, Lines 11-13). Maa is silent regarding a "plurality of phonemes comprising 
phonemes for at least one non-native language that are not in common with any of a plurality of 
phonemes for a native language" as set forth in both Applicant's amended claims 1 and 14. 
Thus, the combined references do not teach each and every limitation as set forth in Applicant's 
amended claims 1 and 14. 

Because dependent claims 3, 7, 16 and 20 depend, directly or indirectly, from 
independent claim 1 or 14, and because claims 1 and 14 are allowable over Diamond in view of 
Maa, the Applicant asserts that rejections of dependent claims 3, 7, 16 and 20 are now moot. 
The Applicant asserts that claims 3, 7, 16 and 20 are also allowable over Diamond in view of 
Maa and requests that the rejections of claims 3, 7, 16 and 20 be withdrawn. 



35 U.S.C. S 103(a) Rejections - Diamond and Lvberg 

In paragraph 6 on page 7 of the Office Action, dependent claims 4 and 17 were rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Diamond in view of Lyberg (U.S. Patent 
No. 5,752,227). The Applicant respectfully traverses the rejections for at least the following 
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reasons, which were presented in Applicant's non-final Office Action response on January 
29. 2007 and again in Applicant's final Office Action response on July 6, 2007, but were not 
addressed in the final Office Action mailed May 10, 2007 or the Advisory Action mailed 
July 26, 2007. The Applicant requests reconsideration of the arguments in light of the 
August 14, 2007, interview between the Examiner and Applicant's representatives . 

First, there is no motivation to combine Diamond and Lyberg. Diamond discloses 
placing "a specially marked object in front of a toy capable of recognizing the marks on the 
object and being able to articulate a word, phrase or sentence in response to the markings. This 
permits the toy to be able to read and speak. Visible codes, invisible codes or holograms may be 
located on the objects for this purpose. A mechanism inside the toy is provided to vocalize the 
sounds associated with each code or marking . ..." (Abstract). Lyberg, on the other hand, 
discloses "a method and arrangement for speech to text conversion. A string of phonemes is 
identified from a given input speech. The different phonemes are identified and are joined 
together to form words and phrases/sentences. The words are checked lexically, any words with 
care not found in the language concerned being excluded. The phrases/sentences are checked 
syntactically, any word combinations which do not occur in the language concerned being 
excluded. A model of the speech is obtained by the process. The intonation patterns of the 
model and of the input speech are determined, and compared, the words and phrases/sentences of 
the model, whose intonation patterns do not correspond with those of the input speech, are 
excluded from the model. A representation of the words, and/or word combinations, which best 
corresponds with the input speech is then provided, preferably in the providing in the form of a 
print out of the related text." (Abstract). 

The Diamond invention would not benefit from excluding inputted speech (i.e., detected 
optical symbols in Diamond) from being used to provide an outputted text (i.e., audio output) as 
taught in Lyberg. Excluding detected optical symbols from the Diamond invention goes against 
the very purpose of the Diamond invention. The "object of the invention [is] to provide a toy 
which has the capability of detecting an optical symbol and providing an audio message 
related to the detected optical symbol ." (Column 1, Lines 39-42). 



18 



Appl. No. 10/679,090 

Response dated August 24, 2007 

Reply to Advisory Action of July 26, 2007 

Additionally, Lyberg fails to remedy the deficiencies of Diamond. Diamond, even if 
combined with Lyberg, is different from Applicant's amended independent claims 1 and 14. The 
proposed combination of Diamond in view of Lyberg fails to disclose, among other things, a 
"plurality of phonemes comprising phonemes for at least one non-native language that are not in 
common with any of a plurality of phonemes for a native language" as set forth in both of 
Applicant's independent claims 1 and 14. 

The Office Action states that "Lyberg teaches excluding a plurality of phonemes that are 
native language prior to playing (column 8 lines 22-30). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include excluding a plurality of 
phonemes that are native language prior to playing, as disclosed by Lyberg, incorporated into 
Diamond et al. so that the phonemes that do not occur in a particular language are omitted." 
(Final Office Action, Paragraph 6, Page 7 Line 7 through Page 8 Line 4). Lyberg' s disclosure 
(as alleged by the Examiner) of "excluding a plurality of phonemes that are native language prior 
to playing (column 6 lines 22-30)" is not the same as a "plurality of phonemes comprising 
phonemes for at least one non-native language that are not in common with any of a plurality of 
phonemes for a native language" as set forth in Applicant's amended claims 1 and 14. Lyberg' s 
alleged excluding phonemes (e.g., non-native phonemes) that are not in common the spoken 
language (e.g., native phonemes) being converted to text is not the same as the Applicant's 
including non-native phonemes that are not in common with any phonemes of a native language. 
Thus, the combined references do not teach each and every limitation as set forth in Applicant's 
independent claims 1 and 14. 

Because dependent claims 4 and 17 depend, directly or indirectly, from independent 
claims 1 or 14, and because claims 1 and 14 are allowable over Diamond in view of Lyberg, the 
Applicant asserts that the rejections of dependent claims 4 and 17 are now moot. The Applicant 
asserts that claims 4 and 17 are also allowable over Diamond in view of Lyberg and requests that 
the rejections of claims 4 and 17 be withdrawn. 
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Applicant reserves the right to argue additional reasons supporting the allowability of 
claims 1-30 should the need arise in the future. 
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CONCLUSION 



Based on at least the foregoing, Applicant believes that claims 1-30 are in condition for 
allowance. 

The Commissioner is hereby authorized to charge additional fee(s) or credit 
overpayment(s) to the deposit account of McAndrews, Held & Malloy, Account No. 13-0017. 



A Notice of Allowance is courteously solicited. 



Date: August 24. 2007 



Respectfully submitted, 



/Philip Henry Sheridan/ 
Philip Henry Sheridan 
Reg. No. 59,918 
Attorney for Applicant 



McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34 th Floor 
Chicago, Illinois 60661 
(T) 312 775 8000 
(F) 312 775 8100 
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